BEST AVAILABLE COPY 

Remarks 

Claims 1-8 are presently pending. Claims 1-8 have been 
rejected. 

The Examiner has rejected claims 1, 4-6 and 8 under 3 5 
U.S.C. § 103(a) as being unpatentable over Japanese Patent 
2001-46568 ( "2001-4568" ) in view of U.S. Patent Publication 
No. 2003/0228929 to Miyasu ( "Miyasu" ) and U.S. Patent No. 
5,058,891 to Takeuchi ( "Takeuchi" ) . The Examiner has 
rejected claims 2-3 and 7 under 35 U.S.C. § 103(a) as being 
unpatentable over Japanese Patent 2001-46568 ("2001-4568") 
in view of Miyasu and Takeuchi as applied to claims 1, 4-6 
and 8 above, and further in view of U.S. Patent No. 
5,906,548 to Hadge ("Hadge"). 

This rejection is respectfully but strenuously 
traversed for the reasons set forth in detail below. 

In general, three basic criteria must be satisfied in 
order to establish a prima facie case of obviousness 
(M.P.E.P. § 706.02(j)). First, the reference or combination 
of references must teach or suggest all of the claim 
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limitations. Second, there must be a reasonable expectation 
of success. Third, there must be some suggestion or 
motivation, either in the references or in the knowledge 
generally available to one of ordinary skill in the art, to 
modify the reference or to combine reference teachings. 

Applicant reaffirms and respectfully requests 
reconsideration of the previous arguments made in responding 
to the Examiner's rejection of the present invention based 
on 35 U.S.C. §103 (a) . While Applicant requests 
reconsideration of the previous arguments, Applicant wishes 
to reserve the right to put forth additional arguments. 
However, at this time the Applicant focuses on the 
commercial success of the present invention to support a 
conclusion of nonobviousness . 


Examiner ' s Response to Applicant ' s Previous Arguments Based 

on Commercial Success 

The Examiner states that more information must be 
provided in order to determine that there is a nexus between 
the claimed invention and evidence of commercial success. 
The Examiner states uncertainty as to whether the quoted 
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sales figures in the previously submitted "Sales by Item 
Summary" report (FIG 5) were due to sales of the present 
invention, or to a combination of grip models for sale by 
Feel Golf. Specifically, the Examiner states: 

"It is uncertain what grip has the claimed invention. 
Is it all of the v Full Release' grips which contain all of 
the claimed structure of claims 1 or 6? It seems that the 
RCG60 might not since it is a wrapped grip. Does the RCG60 
have both the reverse taper and the alignment means (ridge) 
as claimed? Are the X Wrap Grip, XL-Full Cord Grip, X Line 
Grip, Designer Grip, X Wrap Grip, X Line Grip, and XL Full 
Cord Grip other grips that Feel Golf Company makes? Do any 
of these grips have a reverse taper or alignment means 
(ridge) ?" 

The Examiner also inquires into the sales figures over 
the previous (19) months (before March 1, 2 004) and if there 
were any reverse taper and/or alignment means grips sold 
during the (19) months before March 1, 2004? Also, the 
Examiner desires to know how much was used for marketing for 
the (19) months from March 1, 2 004 thru March 31, 2 006 and 
for the previous (19) months? The Examiner states that this 
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is important to prove that the increased sales were not the 
result of heavy promotion or advertising, or a shift in 
advertising (Article 716.03 MPEP) . Lastly, the Examiner 
wishes to know if the company had a grip with part of what 
was claimed where there was not commercial success but when 
the completely claimed grip was made, sales took off. 

Therefore, the evidence submitted by the Applicant, 
will prove beyond any doubt the commercial success of the 
present invention, thereby supporting a conclusion of 
nonobviousness . 

Applicant' s Response for Commercial Success 

M.P.E.P. § 716.03 asserts that an establishment of a 
nexus between the claimed invention and evidence of 
commercial success supports a contention of nonobviousness. 

Below, the Applicant addresses each issue raised by the 
Examiner, in addition to presenting (6) exhibits (FIGS 1-6) , 
which provide updated revenue data and which clearly define 
the source of the revenue as related to the present 
invention. Therefore, Applicant will provide arguments, 

5 


supported by FIGS 1-6, that attest to the commercial success 
of the present invention. 

First, addressing the Examiner's uncertainty regarding 
what grip has the claimed invention, and whether all of the 
x Full Release' grips contain all of the claimed structure of 
claims 1 or 6, each grip model presented by Applicant 
contains the same structure and embodies the same claims. 
Further, every listed grip model (including the RCG60) and 
every dollar figure presented in FIGS 1-5 is specifically 
related to the present invention (independent claims 1 and 
6). Additionally, answering the Examiner's question 
regarding which grips are sold by Applicant, every grip 
model listed in FIGS 1-5 and referred to by Applicant, is 
sold exclusively by Feel Golf, and each grip model includes 
both the reverse taper and alignment means. Therefore, the 
comprehensive revenue data submitted by Applicant as 
represented in FIGS 1-5, demonstrating evidence of 
commercial success of the present invention, is commensurate 
in scope with the claims of the present invention. 

Second, addressing the Examiner's request concerning 
the sales figures of the present invention for the previous 
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(19) months, and if any sales included the reverse taper 
and/or alignment means grips, Applicant has presented 
updated revenue data beginning in January 2004, which 
explicitly detail that the first sale did not occur until 
March 2004 (exclusive of negligible testing sales) . In 
support of this contention, Applicant refers the Examiner to 
FIG 1, which is a graph displaying the total revenue in 
thousands of dollars realized by Applicant due to sales of 
the present invention, from January 2004 through June 2006. 
The introduction and first sale of the present invention to 
the marketplace occurred on or about March of 2004, as 
shown, sales of the present invention continue to escalate 
at an impressive rate. In addition, it is clear that no 
revenue was generated until March 2004, thereby addressing 
the Examiner's inquiry into sales figures prior to March 
2004. 

Applicant now refers the Examiner to FIG 2, a monthly 
financial summary used to create the graph of FIG 1, and 
which further substantiates the revenue data for Applicant's 
company. This financial clearly evidences the fact that no 
sales of the present invention occurred prior of March 2004. 
Looking at FIG 2 in detail, this is a "QuickBooks Enterprise 
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Solutions" financial revenue statement for each month from 
January 2004 through June 2006. These numbers only 
represent sales of the present invention. Thus, the RCG60 
(X-Wrap) , RTG60 (X-Line) , XLF60 (X-Line Full Cord), RTDT60, 
XLFC-60-FC, and five "Designer Wraps", DWBB60 (blue and 
black) , DWBY60 (black and yellow) , DWGB60 (green and black) , 
DWRB60 (red and black) , and DWT60 (tan) , are all models of 
the present invention. All 13-Pack and 3-Pack sales entail 
models of the present invention. The dollar numbers in the 
^Amount' column calculated for each month, represent total 
revenue generated through sales of the present invention. 
Therefore, it is clear that the present invention was not 
introduced to the market until March 2 004, at which time 
sales increased exponentially demonstrating commercial 
success and supporting a conclusion of nonobviousness . 

Moreover, the Examiner has asked to be provided with 
market share data concerning Applicants company prior to 
March 2004, with respect to the present invention. The 
Examiner states that this information would help to show 
that the purchase of the claimed grips were not purchases 
normally tied to the Applicant. As stated above, and 
supported by FIGS 1 & 2, Feel Golf did not enter the golf 
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grip business until March 2004, when it completed its first 
sale of the present invention. Therefore, Feel Golf's 
market share of the present invention prior to March 2 004 
was zero, clearly demonstrating that the purchase of the 
claimed grips were not purchase normally tied to the 
Applicant. This evidence again shows the commercial success 
of the present invention and supports a conclusion of 
nonobviousness . 

Additionally, Applicant has tried to ascertain total 
market share data from prior to March 2004 to the present, 
to demonstrate how Applicant's invention constituted zero 
percent of the market share to becoming one of the leaders 
in the golf grip industry. To determine the market share of 
golf grips, Applicant has contacted Golf Datatech, L.L.C., 
located in Kissimmee, Florida, which provides the golf 
industry with specialized market research covering retail 
sales, inventory, pricing and distribution, along with 
consumer attitude and usage studies and strategic marketing 
and sales consulting. According to Suzie Phillips, the Vice 
President and General Manager of Golf Datatech, her company 
does not specify types or manufacturers of golf grips and 
that there is no organization in the golf industry that 
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collects and tracks data on the golf grip market. Further, 
no other competitors of Golf Datatech, which include the 
National Golf Foundation, the National Sporting Goods 
Association, and the United States Census Bureau, collect 
information on the golf grip market, for the sole reason 
that the golf grip industry remained unchanged for several 
years. Therefore, with Applicant's introduction of the 
present invention, it will now be necessary to measure the 
golf grip industry due to the commercial success of the 
present invention as documented in FIGS 1-6. If the 
examiner desires, Applicant, at its own expense, will 
undertake a study to determine market share relating to golf 
grips, however Applicant has been informed that it will take 
approximately three to six months to conduct the study. 

Therefore, returning to the Examiner's original 
contention that market share information would help 
determine whether the purchases were not normally tied to 
the Applicant, the market share of the present invention was 
zero prior to the first sale in March 2004. Thus, the 
information provided by Applicant in FIGS 1 & 2 demonstrate 
that the purchase of the claimed grips were not purchases 
normally tied to the Applicant, clearly evidencing the 
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commercial success of the present invention was not due to 
purchases tied to the Applicant and thereby supports a 
conclusion of nonobviousness . 

Third, the Examiner has requested information regarding 
the amount of marketing spent on the present invention, both 
for the (19) months prior to March 2004, and for the 
following (19) months after March 2004. The Examiner 
requests this data to help prove that the increased sales 
were not the result of heavy promotion or advertising, or a 
shift in advertising. Initially, Applicant refers the 
Examiner to FIG 3, which is a graph displaying the total 
marketing expenses for the present invention in thousands of 
dollars spent by Applicant from January 2 004 through June 
2006. These costs were due to TV Infomercials and magazine 
advertisements. The first magazine advertisement of the 
present invention was in the May 2 004 issue of Golf 
Illustrated. The majority of Infomercials were broadcasted 
and paid for in April and May of 2004, resulting in the cost 
spike on the graph. As exhibited in FIG 3, there was no 
marketing of the present invention before March 1, 2004. 
Therefore, marketing expenses for the present invention 
before March 1, 2004 were zero, supporting the conclusion 
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that the commercial success of the present invention was not 
due to heavy advertising or promotion. The commercial 
success generated by the present invention was not 
influenced by any external factors, rather it was created by 
the invention itself, and as such, supports a conclusion of 
nonobviousness . 

Furthermore, only one Infomercial was broadcasted in 
June of 2004, significantly lowering marketing expenses in 
that month (87% less than previous month) Marketing 
expenses dropped even further in July of 2 004, and have 
remained low for over two years because Feel Golf has not 
broadcast a single Infomercial since. Applicant refers the 
Examiner to FIG 4 for further support of marketing expenses, 
which is a "QuickBooks Enterprise Solutions" financial 
marketing expenses statement for each month from January 
2004 through June 2006. Therefore, Applicant has produced 
detailed marketing data, which demonstrates that prior to 
March 2004, Applicant had zero marketing expenses. Thus, 
Applicant has shown that the increased sales of the present 
invention were not the result of heavy promotion or 
advertising . 
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The Applicant refers the Examiner to a comparison of 
FIG 1 (total revenue) and FIG 3 (total marketing expenses) , 
both graphs in thousands of dollars from January 2004 
through June 2 006, which makes it quite clear that, since 
Feel Golf joined the golf grip market in March of 2004, the 
consistent and impressive increase in sales of the present 
invention were not due to heavy promotion or advertising, or 
a shift in advertising. The Applicant refers the Examiner 
to FIG 2, showing total sales in May 2006 of $120,592.75, 
and sales in June 2006 of $126,800.10, versus advertising 
costs during the same months in FIG 4 of only $2,000.00 for 
each month. Clearly it can be seen that these sales figures 
are not the result of heavy advertising, as virtually no 
money was spent on any type of promotion for the present 
invention. The cost spike displayed on the graph of FIG 3 
was due to Infomercial costs in April and May of 2004. The 
last Infomercial was broadcast in June of 2 004, and 
marketing expenses (entirely due to Golf Illustrated 
advertisements) have been consistently low for the past two 
years (between $1800, and $2000 per month) . Despite the low 
marketing expenditures, sales of the present invention 
continue to increase significantly. 
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To date, Feel Golf has spent approximately $94,000 on 
grip advertisements, and has generated more than $1.95 
million dollars in revenue via sales of the present 
invention (please see last two pages of Figure 2 for total 
revenue, and the last number in 'Total' column of Figure 4 
for total advertisement expenditures, as of June 2006) . In 
June of 2006, the present invention generated an impressive 
$126,800, while only $2,000 was spent on marketing. The 
'marketing expenses as a percentage of revenue' , also known 
as the 'marketing expenses to sales ratio' for that month 
was a mere 1.58%. Furthermore, as the court explained in 
Hybritech Inc. v. Monoclonal Antibodies Inc., 802 F.2d 1367 
(Fed. Cir. 1986), "spending 25-35% of sales on marketing was 
not inordinate . . . because mature companies spent 17-32% 
of sales in that market"; therefore evidence of commercial 
success supported a conclusion of nonobviousness . This is 
compared to the present invention, where the marketing 
expenses to sales ratio only amounted to 1.58%. Thus, it is 
clear that Applicant's marketing expenses represent a mere 
fraction of the cost in relation to total sales, and is well 
below the average amount companies typically spend marketing 
their products. Applicant only spends approximately 1.5% of 
his total sales for marketing, where companies tend to spend 
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upwards of 25% depending on their specific industry, again 
evidencing the commercial success of the present invention 
was not due to heavy advertising, and supporting a 
conclusion of nonobviousness . 

Considering the fact that golf grips are an accessory 
involving heavy sale competition among a plurality of 
companies, this ratio is extraordinarily low. When dealing 
with accessories, abundant marketing expenditures are often 
a key factor for successful sales. Feel Golf's extremely 
successful sales of the present invention thus far, 
considering the extraordinarily low marketing expenditures, 
are atypical. 

In addition, Applicant directs the Examiner's attention 
to FIG 5, for an even more detailed breakdown of sales 
figures for each model grip. In detail, FIG 5 is a "Sales 
by Item Summary" report, previously submitted, that 
individually breaks down sales figures for each model of the 
present invention and the percentage of total sales for each 
model for the period beginning in March 2004 and ending in 
October 2005. 
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Finally, because of the enormous world-wide market for 
golf equipment (tens of millions of recreational golfers 
worldwide) and the lucrative rewards attendant to the 
introduction of innovative products, there exists within the 
industry an intense competition to design, develop, and 
introduce innovative products that will capture a portion of 
the enormous world-wide market. Applicant now directs the 
Examiner to FIG 6, which is an article from the Golf Press 
Association on August 30, 2006, detailing the use of the 
present invention by a professional golfer on the European 
PGA tour, demonstrating the commercial success of 
Applicant's present invention, both domestically and 
internationally, which demonstrates the commercial success 
of the present invention abroad as being used by European 
PGA Tour professional golfers. Commercial success abroad is 
important in determining nonobviousness , as the court held 
in Lindemann Maschinenfabrik GMBH v. American Hoist & 
Derrick Co., 730 F.2d 1452 (Fed. Cir. 1984), "Commercial 
success abroad, as well as in the United States, is relevant 
in resolving the issue of nonobviousness" . Furthermore, it 
is clear from the above referenced article (FIG 6) , that the 
present invention has broad commercial success, as 
demonstrated by Craig Lee, a European PGA Golf Professional, 
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who "gathered headlines worldwide a few weeks ago touting 
his improved play after switching to Feel Golf's x Full 
Release' performance grips on all his clubs" . Additionally, 
Lee continues on to tout the present invention, "I have 
continued my good form thanks to the Feel Golf x Full 
Release' grips. I can't see any reason to change back to a 
conventional grip and wish I'd found these grips long ago." 
Therefore, in conclusion, this article clearly demonstrates 
commercial success of the present invention as evidenced by 
the fact that a European PGA golfer made international 
headlines for switching golf grips, in an industry that has 
remained unchanged and stagnant for numerous years . 

Thus, as evidence by Applicant's revenue data, as well 
as international recognition of the present invention, 
Applicant respectfully submits that: 

(1) in view of the market for new, innovative golf 
equipment, and 

(2) in view of the financial rewards involved, if the 
combination of the two inventive features of the 
present invention was obvious, it would have been 
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accomplished prior to the Applicant's date of 
filing . 

In view of the foregoing remarks, reconsideration and 
allowance of the pending claims are respectfully solicited. 
Please remove the rejection under 35 U.S.C. § 103(a), and 
enter the allowance of claims 1-8. The Applicant 
respectfully requests that a timely Notice of Allowance be 
issued in this case. 


Respectfully submitted, 



mine D. Gera 
Registration N< 
Law Offices of 
Attorneys for Applicant 
56 Creighton Street 
Cambridge, MA 02140 
(617)491-2201 
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Feel Golf Company 
Sales by Item Summary 

March 1, 2004 through October 4, 2005 


■ / 

Marl, D4- Oct 4, 05 



Inventory 

Units Qty 

Amount 

% of Sales 

Avg Price 





1140 Bulk 





RCG60, Full Release X-Wrap Grip 

110,148 

502,021.00 

41.09% 

4.56 

RTDT60, Full Release Designer Grip 

2.672 

21,491.05 

1.76% 

8.04 

RTG60, Full Release X-Llne Grip 

99,155 

453,295.55 

37.11% 

4.57 

XLF60, Full Release Full Cord X-Line 

2,331 

11,636.42 

0.95% 

4.89 

TotaM140 


988,444.02 

80.91% 


Total Sales 

214,356 

988,444.02 

80.91% 



Assembly 


Total Assembly 
TOTAL 


Packs 


13 Pack- X Wrap Grip 

1,331 

17,303 

83,034.65 

6.8% 

62.39 

13 Pack- XL-Full Cord Grip 

71 

923 

5,400.45 

0.44% 

76.06 

13 Pack, X Line Grip 

1,315 

17,095 

81.495.50 

6.67% 

61.97 

13 Pack, Designer Grip 

10 

130 

766.85 

0.06% 

76.69 

3 Pack-X Wrap Grip 

1,876 

5,634 

29,291.50 . 

2.4% 

15.60 

3 Pack. X Line Grip 

2,072 

6,216 

32,488.25 

2.66% 

15.68 

3 Pack, XI, Full Cord Grip 

27 

81 

748.85 

0.06% 

27.74 


233,226.05 


261,738 )t,221 ,670.07 


19.09% 


100.0% 
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August 30, 2006 

Craig Lee at Gleneagles Scottish PGA 
Championship, used "Full Release" ™ 
Performance Grips from Feel Golf 

Craig Lee and Dean Robertson went into a sudden death playoff 
after the pair finished tied for first at 17 under 275 at the 
Gleneagles Scottish PGA championship this past weekend. 
Robertson had a round of -10 on Saturday to catch Lee at the 
beginning of the fourth (4th) round. 

Craig Lee, who plays between the European PGA tour and the 
Tartan Tour, found himself leading in each of the first 3 rounds, 
and again at the top of the leaderboard in the final round as he 
picked up a couple of birdies on the opening three holes while 
Robertson stumbled to a pair of bogeys. 

By the 13th, Lee was three shots ahead and seemingly on 
course for the title, when Robertson mounted a spirited late 
rally and hauled himself back to the front. After Lee had 
dropped a shot at the 14th to see his lead cut to two, 
Robertson fashioned birdies at 15, 16 and 17 to edge into a one 
stroke lead playing the last. The destination of the 
championship took another twist on the 18th as Lee holed a 20 
foot birdie putt to force the play-off. 

Robertson then proceeded to top Lee with a 30' bomb of a putt 
on the first playoff hole. 

"I thought I'd maybe done enough after 13 holes but Dean 
produced a great run and really upped the pace," admitted Lee, 
who consoled himself with second place. "It's disappointing but 
I've had a great week and I'm delighted with the way I am 
playing lately." 

Lee, 29, gathered headlines worldwide a few weeks ago touting 
his improved play after switching to Feel Golfs "Full Release" 
performance grips on all his clubs. 

In a subsequent interview, this is what Craig Lee had to say 
regarding his play since using the new "Full Release" grip. 

"I was introduced to the Feel Golf Full Release™ grip by Mike 
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Smith, Feel Golfs European Tour rep. I used the grip on two of 
my four wedges for about two weeks and felt very foreign at 
first and I was unsure of them. However, it didn't take long 
before they felt very natural and my game became better. I 
loved the control of the wedges with this grip and so I put them 
on all my clubs. Since putting the (Feel) grip on my irons, 
wedges and woods I have more control of the ball flight, 
accuracy and find it very easy to manipulate the club head 
through impact and have more fun shaping the ball. With the 
grip being thinner in my left hand and the feel of the club being 
in my fingers where it belongs, it has given me greater 
confidence to shape the shot I want." 

"Within about two weeks of switching to the "Full Release" grip 
I had a run of good form. I won two Pro Am's, the Tartan Tour 
Order of Merit tournament, and I continue the good form and 
placing in the top 5 since." 

"I got beat this past weekend in the playoff at the Scottish PGA 
Championships at Gleneagles. But, with a 17 under par total 
and the only player to shoot four rounds under par, I have 
continued my good form thanks to the Feel Golf "Full Release" 
grips. I can't see any reason to change back to a conventional 
grip and wish I'd found these grips long ago." 

Craig Lee has a State of the Art Teaching Center located in 
Stirling Scotland. He and his staff offer instruction to all skill 
levels. 

To Contact for Instruction: All Golf Swing Centre, Stirling 
Enterprise Park, John Player Building, in Stirling, Scotland. 

Media Contact: 

Lee Miller 

info@feelwedges.com 
877-934-7387 
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